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REMARKS 

This response is intended as a full and complete response to the non-final Office 
Action mailed September 26, 2006. In the Office Action, the Examiner notes that cla.ms 
1-23 are pending and rejected. By this response, Applicants amend independent cla.ms 
1 8 22 and 23 to further clarify aspects of the Applicants' invention 

In view of both the amendments presented above and the following discussion, 
Applicant submits that none of the claims now pending in the application are obvious 
under the provisions of 35 U.S.C. §103. 

It is to be understood that Applicants, by amending the claims, do not acquiesce 
to the Examiner's characterizations of the art of record or to Applicants" subject matter 
recited in the pending claims. Further, Applicants are not acquiescing to the Examiner's 
statements as to the applicability of the art of record to the pending claims by filing the 
instant response including amendments. 



REJECTIONS 



ftS U S.C. §103 Rejection of Claim s 22 and 23 

The Examiner has rejected claims 22 and 23 under 35 U.S.C. §1 03(a) as being 
unpatentable over U.S. Patent 5,477,262 to Banker et al. (hereinafter "Banker) in view 
of U.S. Patent 5,404,393 to Remillard (hereinafter "Remillard") and Re.32,776 to Saylor 
(hereinafter "Saylor")- Applicant respectfully traverses the rejection. 

Claim 22 recites: 

22 An interactive electronic program guide for controlling display of 
content on a television associated with a set top terminal, the guide 

comprising. ^ jnteract i ve menus, each corresponding to a level of 
interactivity and having one or more interactive menu items for seletfion; 

a main menu having one or more main menu items for selection, 
which main menu items correspond to the interactive menus; 

a mask to mask P rions Q f a digitally compressed video, wherein , 
the digitally comprised video c omprising a plurality of digitally. 
T ^^rcpH viHPn dins sent simultaneously on a s.nqle channel us.nq 
T ^rtTr^ video techniq -^ *nd a first graphic representing the mask s 
X^T* firet nraohics file - ™mnrv of the set ton terminal, wherem 
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thr flr » T . r ^ art i„ ste d to cover unde sired portions of the digital ]* 
P ° mpre ^u^or d hia hTight overlay to indicate the position of a cursor on at 

wherein the cursor highlight overlay is displayed over the at least 
Mf the. menus which is displayed over the mask, ana 
° XShe menus are'navigated using a user input, anc wherein 

the ma?n menu items and the ^^^JS^IS^ 
selection signals received from the user input, (emphasis added). 

The test under 35 U.S.C. §103 is not whether an improvement or a use set forth 
in a patent would have been obvious or non-obvious; rather the test is whether the 
claimed invention, ~™ih™i as a whole, would have been obvious. . lones v. Hardy . 
1 10 USPQ 1021. 1024 (Fed. Cir. 1984) (emphasis added). Moreover, the invent.on as 
a whole is not restricted to the specific subject matter claimed, but also embraces its 
p^es and the problem it solves. JoBttUH. 6 USPQ 2d 1959, 1961 (Fed. Cir. 
1988) (emphasis added). The Banker, Remillard and Saylor references alone or .n 
combination fail to teach or suggest Applicant's invention as a whole . 

Specifically. Banker fails to teach or suggest at least "a mask to mask portions of 
a digitally compressed video, wherein the digitally compressed video compns.ng a 
plurality of digitally compressed video clips sent simultaneously on a single channel 
using split screen video techniques and a first graphic representing the mask » stored 
in a first graphics file in a memory of the set top terminal, wherein the first graph.c is 
adjusted to cover undesired portions of the digitally compressed video" as recited in 

independent claim 22- 

Banker discloses an "[apparatus for providing a user friendly interface to a 
subscription television terminal comprises a key pad arranged into a plurality of key 
groupings and an on-screen display controller for generating a plurality of screens for 
display on an associated television receiver" (abstract). Specifically. Banker discloses 
(emphasis added below): 
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"The on-screen display is selectively overlaid on the video signal, 
so a v,ewer can continue to watch a program, ?r prov.de m place of 
the program video with a suitable plain-colored background, 
(column 11, lines 24-28) 
Thus Banker discloses an on-screen display that is overlaid on the video signal or is 
provided in place of the program video. Therefore. Banker does not teach or suggest a 

mask to rn rrrnn- - <* V« " f » * g .t a llv compressed video . Because Banker .s 

silent with respect to the mask ask claimed, Banker also does not teach or suggest that 
»h- .„r*nr hichlioht ™-H« y h m**™* ™Pr a menu which is displayed over the mask . 

Remillard fails to bridge the substantial gap between Banker and Applicants- 
invention. In particular, Remillard discloses an electronic device that provides for 
windowed display of the menu (overlaying the interaction menus on a portion of a 
convention television broadcast, for example) and construction of a viewing profile, 
among other things." (column. 5, lines 56-61). Thus. Remillard discloses overlaying 
menus Remillard is silent with respect to a mask as claimed. Nowhere in Rem.llard » 
there any teaching or suggestion of at least Applicants' claimed the cursor tughhght 
overlay is displayed over a menu which is displayed over the mask that covers the 

undesired portions of a video. 

Furthermore Banker and Remillard fail to teach or to suggest wherein the digitally 
compressed video comprising a plurality of digitally compressed video clips sent 
simultaneously on a single channel using split screen video technique. The Exam.ner 
implicitly concedes this in the Office Action by alleging that Saylor bridges the 
substantial gap left by Banker and Remillard. (See Office Action, p. 4, II. 3-8) 
Saylor fails to teach or suggest wherein the digitally compressed video 
comprising a plurality of digitally compressed video clips sent simultaneously on a single 
channel using split screen video technique because Saylor only teaches a piggy back 
row grabbing system. Saylor specifically teaches transmitting a plurality of television 
wirun scan lines over a common channel for enabling the provision of conventual 
television as well as real time updateable row grabbed information. (See Saylor, col. 3. 
II 9-14) The Applicants' respectfully submit simultaneously sending a plurality of 
,;^^ m p r**««« video clios is not the same as sending a plurality of television scan 
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lines For example, the bandwidth requirements and equipment required to process 
^■v^nr^ed video of the Applicants" invention are compietely different from the 
bandwidth requirements and equipment required to processing television scan l.nes 
taught by Saylor. 

As such claim 22 is patentable over Banker in view of Remillard and Saylor 
under 35 U S C. §103(a). Claim 23 contains substantially similar relevant limrtations as 
discussed above in regards to claim 22. Accordingly. Applicants submit that claim 23 
also is patentable over Banker in view of Remillard and Saylor under 35 U.S.C. §103(a). 
Therefore, Applicants respectfully request that the Examiner's rejection be withdrawn. 

as U S.C. §103 Retec* 5 "" of Claims 8-21 

The Examiner has rejected claims 8-21 under 35 U.S.C. §1 03(a) as being 
unpatentable over Banker in view of Remillard and U.S. Patent 5,539,871 to Gibson 
(hereinafter "Gibson"). The Examiner appears to also reject claims 8-21 .n v,ew of 
Saylor (See Office Action, p. 10, II. 8-13) Applicants assume Examiner rejected claims 
8-21 over Banker In view of Remillard, Gibson and Saylor and respectfully traverses the 
rejection as such. 

For at least the reasons discussed above Banker. Remillard and Saylor alone or 
in combination fail to teach or suggest Applicants' invention as a whole. Gibson fails to 
bridge the substantial gap between Banker, Remillard and Saylor and Applicants' 

invention. 

Specifically, Gibson also fails to teach or suggest at least "a mask to mask 
portions of a digitally compressed video, wherein the dir tily compressed video 
p rising a nlur -"> v <« -mif IM compressed video clips sent simultaneously on a single 
^n.i ,..in g split s^n wi«o techniques and a first graphic representing the mask is 
stored in a first graphics file in a memory of the set top terminal wherein the first 
nrap h,r. h a diu *toH tn cover unde oir^H pnrtions of the digitally compressed video . " as 

recited in claim 8. 

Gibson discloses a "method and system in a data processing system for 
selectively associating stored data with an animated element within a multimedia 
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presentation in a data processing system" (abstract). However, Gibson does not teach 

or suggest at least -rlt rt 65 irr*,rin«o dips of a video. Thus, the G,bson 

reference also does not teach or suggest that the cursor highlight overlay is displayed 
ever a menu which is displayed over me mask as daimed. In addition, Gibson also fails 
to teach or to suggest wherein r - 1h ^.. v -nwpssrrl vid*-, mmprisjnn a . plural,tv of 
,l irlitl| , f „_ r ^.^ ^ dins sent .imulrnnPonsly on a singl. channel using spirt 

screen vide o techniques. 

As such, Applicants' independent claim 8 is patentable under 35 U.S.C. §1Q3(a) 
over Banker in view of Remillard, Saylor and Gibson. Furthermore, claims 9-21 
depend, directly or indirectly from independent claim 8, while adding add,t,onal 
elements. Therefore, 9-21 are also non-obvious and patentable over Banker in view of 
Remillard, Saylor and Gibson under §1 03 for at least the same reasons that cla.m 8 .s 
patentable over Banker in view of Remillard, Saylor and Gibson under §103. Therefore, 
Applicants respectfully request that the Examiner's rejection of claims 13-15, 17-19 and 
21 U.S.C. §103(a) be withdrawn. 

as u S.C. S103 Rejection o * Claims 1 and 7 

The Examiner has rejected claims 1 and 7 under 35 U.S.C. §103(a) as being 
unpatentable over U.S. Patent 5,410,326 to Goldstein in view of Banker, Rem.llard. The 
Examiner appears to also reject claims 1 and 7 in view of Say.or. (See Office Action, p. 
17 I 20 -p 18 I. 3) Applicants assume Examiner rejected claims 1 and 7 over 
Goldstein in view of Banker, Remillard and Saylor and respectfully traverses the 

rejection as such. 

Applicants' claim 1 recites: 

1 An interactive electronic program guide for display on a television 
for use wii a television delivery system comprising a set top terminal, the 
guide comprising: 

a pSty of major menus displayed as menu options on the home 
mSnii: a plurality of sub-menus displayed as menu options on the plurality 
° f maj0 3 of during programming menus enacted after selection of 
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3 Pr09 a mask to mask portions of a digitally compressed video, wheiein 
tho Hig hly com r ^rt ™<te° comprising a plurality of digital Y 
^™±7T ^L dm. **nt simulta n eously on a smq^nne using 
™™IZ^ ,nHo » techniques an H » fi rst graphic rpprpswptinq the mask is 
^EF ^„H*\Jto> in a memory WW set top t*rm,na , where.n 
f^f^A L l.Hd-d to cover V.nciVsired po rtions oltjHtd« 

SSmEt ^^ghHg d ht overlay to indicate the position of a cursor on at 
least one o fSe menus wnerein the cursor highlight oveday « movable m 
response to pressing of cursor movement buttons by a user, and where.n 
S graphic representing the cursor highlight overlay .s stored in a 
second graphics file in the memory of the set top terminal 

wherein the cursor highlight overlay is displayed over the at jeast 
one of the menus which is displayed over the mask, (emphasis added). 

For at least the reasons discussed above. Banker, Remillard and Saylor alone or 
in combination fail to teach or suggest Applicants' invention as a whole. Goldstein fa.ls 
to bridge the substantial gap between Banker, Remillard and Saylor and Applicants' 
invention as claimed in claim 1 . 

Specifically. Goldstein also fails to teach or suggest at least "a mask to cover the 
video clips of a digitally compressed video, wherein the digitally compressed video 
comprising a plurality of digitally compressed video dips sent simultaneously on a single 
channel using split screen video techniques" and therein the cursor highlight overlay » 
displayed over the at least one of the menus, which is displayed over the mask* as 
recited in the claim. 

The Goldstein reference discloses a "universal remote control device which .s 
programmed to operate a variety of consumer products" (Abstract). However, Goldstein 
does not teach or suggest a mask to mask a video. Therefore, the Goldstein reference 
also does not teach or suggest that the cursor highlight overlay is displayed over a 
menu which is displayed over the mask. Furthermore, Goldstein fails to teach or to 
suggest wherein the digitally compressed video comprising a plurality of dig.tally 
compressed video clips sent simultaneously on a single channel using split screen 
video techniques. 
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As such, Applicants' independent claim 1 is patentable under 35 U.S.C. §103(a) 
over Goldstein in view of Banker. Remillard and Saylor. Furthermore, claim 7 depends 
directly from independent claim 1, while adding additional elements. Therefore, cla.m 7 
is also patentable over Goldstein in view of Banker, Remillard and Saylor under §103 
for at least the same reasons that claim 1 is patentable over Goldstein in view of 
Banker, Remillard and Saylor under §103. Therefore, Applicants respectfully request 
that the Examiner's rejection of claims 1 and 7 under U.S.C. §1 03(a) be withdrawn. 

as U.S.C. qit>3 Rejecti on of Claims 2-6 

The Examiner has rejected claims 2-6 under 35 U.S.C. §103(a) as being 
unpatentable over Goldstein, Banker, Remillard and Saylor, as applied to claim 1 
above, and further in view of U.S. Patent 5,047,867 to Strubbe et al. (hereinafter 
"Strubbe"). Applicants respectfully traverse the rejection. 

Each of the grounds of rejection applies only to dependent claims, and each is 
predicated on the validity of the rejection under 35 U.S.C. §103 for the corresponding 
independent claims. Since the rejection of the corresponding independent cla.ms under 
35 U S C §103 has been overcome, as described hereinabove, and there is no 
argument put forth by the Office that any other additional references supply that which is 
missing from Goldstein, Banker, Remillard and Saylor to render the independent cla.ms 
unpatentable, these grounds of rejection cannot be maintained. Therefore. AppLcants 
respectfully request that the Examiner's rejection of claims 2-6 under U.S.C. §103(a) be 
withdrawn. 
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CONCLUSION 

Thus, Applicants submit that claims 1-23 are in condition for allowance. 
Accordingly, both reconsideration of this application and its swift passage to issue are 
earnestly solicited. 

If, however, the Examiner believes that there are any unresolved issues requiring 
adverse final action In any of the claims now pending in the application, it is requested 
that the Examiner telephone FamonJ.Wall or Jimmy Kim at (732) 530-9404 so that 
appropriate arrangements can be made for resolving such issues as expeditiously as 
possible. 

Respectfully submitted, 



Dated: 



/i 



Eamon J. Wall 
Registration No. 39,414 
Attorney for Applicants 



PATTERSON & SHERIDAN, LLP 
595 Shrewsbury Avenue, Suite 100 
Shrewsbury, New Jersey 07702 
Telephone: 732-530-9404 
Facsimile. 732-530-9808 
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